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DETAILED ACTION 
Information Disclosure Statement 

1 . The information disclosure statement filed 7/1 3/2001 fails to comply with the 
provisions of 37 CFR 1 .97, 1 .98 and MPEP § 609 because no English abstract or 
translation was submitted for the documents listed. It has been placed in the application 
file, but the information referred to therein has not been considered as to the merits. 
Applicant is advised that the date of any re-submission of any item of information 
contained in this information disclosure statement or the submission of any missing 
element(s) will be the date of submission for purposes of determining compliance with 
the requirements based on the time of filing the statement, including all certification 
requirements for statements under 37 CFR 1.97(e). See MPEP § 609.05(a). 

Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1-18 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject 

matter which applicant regards as the invention. 

Regarding claims 1, 5, 10, 12, and 14, these claims recite the limitation 

"and/or". This should read "and" or "or", but not both. 
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Regarding claim 4, this claim recites the limitation "memory stores... movement 
of an image of the item". It is unclear how memory can store movement. This is taken 
to read on storing data regarding a video or animated (moving) advertisement. 

Regarding claim 5, this claim recites the limitation "voice data representing back 
music". The correlation between music and voice data is unclear. 

Regarding claims 17 and 18, these claims appear to be program claims, yet 
they claim structure/hardware. For example, claim 17 is a program comprising a timer 
and a transmission unit. For further example, claim 18 is a program comprising a 
memory, a display, and a controller. This is unclear. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

2. Claims 17 and 18 are rejected under 35 U.S.C. 101 because the claimed 

invention is directed to non-statutory subject matter. 

Regarding claims 17 and 18, these claims appear to be programming (or 

merely data) per se, which is not statutory. If the preamble set forth such computer 

executable instructions on a computer readable medium, then the claim would appear 

to be statutory. Please reference MPEP 2106 (IV) (B) (1) (a) for the basis of this 

rejection. 



Application/Control Number: 09/903,621 Page 4 

Art Unit: 3622 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

3. Claims 1-4, 6, 9-11, 13-15, and 18 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Heckel (U.S. Patent No. 6,036,601). Heckel teaches a system 
and method of inserting advertisements into a virtual world that includes all of the 
limitations recited in the above claims. 

Regarding claims 1-3, 9, 10, 13-15 and 18, Heckel teaches a server that sends 
an instruction to a client to show an advertisement (Column 3, Lines 37-43), and a client 
that displays a 3-diminsional virtual space and shows 3-dimensional advertisements 
(Column 4, Lines 59-67 and Column 5, Lines 1-5). As the user avatar moves within the 
virtual world, the advertisements appear to move. Heckel also teaches a client as 
displaying an avatar controlled by the user (Column 2, Lines 46-53), and a 
predetermined position (plug-in) where the advertisement is to be shown (Column 3, 
Lines 52-57). 

Regarding claim 4, 11, Heckel teaches a memory storing an advertisement 
(inherently containing information on the item to be advertised) and movement of the 
advertisement (video clip advertisements have movement embedded in them) (Column 
5, Lines 3-5). As the user avatar moves within the virtual world, the advertisements 
appear to move. 



Application/Control Number: 09/903,621 
Art Unit: 3622 



Page 5 



Regarding claim 6, Heckel teaches a memory storing outline IDs (plug-ins) 
(inherently sent to the client when the client plays the game), and displaying an 
advertisement in accordance with the outline data (Column 5, Lines 65-67 and Column 
6, Lines 1-34). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 5 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Heckel (U.S. Patent No. 6,036,601) in view of Kusumoto (U.S. Patent No. 
6,954,728). 

Regarding claims 5 and 12, Heckel doesn't specify audio in the game 
advertisements. Kusumoto teaches advertisements in a virtual world game that contain 
audio elements (Column 6, Lines 50-55). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to include audio in the 
advertisements of Heckel. This would draw more of the user's attention towards to 
advertisement. 
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5. Claims 7, 8, 16, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Heckel (U.S. Patent No. 6,036,601) in view of Hunter (U.S. Pub 
No. 2002/0156858). 

Heckel teaches a game that implements a virtual world (a fake representation of 
real surroundings). Heckel doesn't specify the timing of advertisements. Hunter 
teaches a real world advertisement display that sells time slots to advertisers (inherently 
measuring an amount of time between advertisements and displaying appropriate ads 
at the necessary times) (Paragraph 0029). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to implement the real world 
advertisement display timing mechanism of Hunter in the virtual world advertisement 
display of Heckel. This would allow more advertising revenue to be gathered by the 
game server. 

Conclusion 

6, The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following references are cited to further show the state of the art with respect 
to advertising in virtual worlds: 

U.S. Patent No. 6,539,544 to Ebisawa 
U.S. Patent No. 6,085,256 to Kitano 
U.S. Patent No. 6,616,533 to Rashkovskiy 
U.S. Pub No. 2001/0034665 to Ferreira 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 7:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




